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REMARKS 

This paper is a timely Response to provoke an Advisory Action. The deadline by which to 
file a Response to provoke an Advisory Action is January 14, 2008. 

Claims 26-34 and 72-150 are pending. Claims 26-31 have been allowed. Claims 32-34, 
72-76, 78-89, 91-101, 103-113, 115-126, 128-140 and 142-150 have been rejected. Claims 77, 
90, 102, 1 14, 127 and 141 have been merely objected to. 

Allowed Claims 26-31 

Applicant gratefully acknowledges the indication by the Examiner that claims 26-3 1 have 
been allowed. 

Claims 77. 90. 102. 114. 127 and 141 Merely Objected To 

Applicant gratefully acknowledges the indication by the Examiner that claims 77, 90, 
102, 1 14, 127 and 141 recite patentable subject matter. However, in view of the remarks here, it 
is believed that claims 77, 90, 102, 114, 127 and 141 are in condition for allowance. 

Correction to Office Action Made Final 

In view of the fact that claims 77, 90, 102, 114, 127 and 141 are merely objected to, it is 
respectfully requested that the Examiner correct the Office Action Made Final at page 1 1 . The 
Office Action Made Final at page 11 states that claims 32-34, 72-83, 85-95, 97-109, 111-120, 
122-133, 135-148 and 150 were rejected under an obviousness rejection. However, in light of 
the claims 77, 90, 102, 114, 127 and 141 merely being object to, it is respectfully requested that 
that a correction be made to the Office Action Made Final to exclude claims 77, 90, 102, 114, 
127 and 141 from the obviousness rejection. 
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Specification 

The Examiner objected to the disclosure because of new matter. In particular, the Examiner 
objects to the "incorporation by reference" statement. 

If the Examiner believes that the "incorporation by reference" statement is a statement not 
supported by parent applications, then the Examiner may give the "incorporation by reference" 
statement a priority date of the filing date of the present application. 

If the Examiner believes that the "incorporation by reference" statement would be 
inconsistent with a continuation application, then the Examiner may consider the application a 
continuation-in-part application. In a continuation-in-part application, Applicant would be 
permitted to add material allegedly not supported by a present application. The alleged "new 
matter" would have the priority date of the filing date of the present application and the alleged "old 
matter" would have the priority date of the filing date of the oldest parent application that supports 
the alleged "old matter". 

Rejection under 35 U.S.C. $ 112, f 1 

Claims 88-98 stand rejected under 35 U.S.C. § 112, J 1, for failing to comply with the 
written description requirement. In particular, the Office Action states that the specification fails to 
support a machine-readable storage and a plurality of code sections. 

Applicant respectfully traverses the rejection. The attention of the Examiner is respectfully 
directed to the following, for example: page 27, lines 18-21; pages 44-50 and the appendices cited 
therein. 

In view of the discussion in the Office Action Made Final, the Examiner is encouraged to 
review the above-cited appendices for examples of a plurality of code sections. 

It is respectfully requested that the rejection under 35 U.S.C. § 1 12, 1, be withdrawn with 
respect to claims 88-98. 
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Rejection under 35 U.S.C. $ 103(a) 

Claims 32-34, 72-76, 78-83, 85-89, 91-95, 97-101, 103, 109, 111-113, 115-120, 122-126, 
128-133, 135-140, 142-148 and 150 stand rejected under 35 U.S.C. § 103(a) as being obvious over 
U.S. Patent No. 4,850,009 ("Zook") in view of U.S. Patent No. 4,110,558 ("Kageyama"). 
Applicant respectfully traverses the rejection for at least the reasons as set forth below. 

In justifying the combination of Zook and Kageyama, the Office Action Made Final states 
that Kageyama "is in the field of applicant's endeavor which is data communication system". 
Office Action Made Final at page 11. However, as the claims indicate, Applicant's "endeavor" is 
radio frequency data communication system (e.g., independent claims 32 and 34); wireless data 
communication system (e.g., independent claims 75, 112, 125); wireless communication network 
(e.g., independent claim 88); and a radio frequency network (e.g., independent claim 99 and 138). 
Thus, Kageyama is not in Applicant's "endeavor" as alleged by the Examiner. 

In the alterative, in justifying the combination of Zook and Kageyama, the Office Action 
states that "even if Kageyama Is not in the field of applicant's endeavor as alleged by applicant . . ., 
then Kageyama is reasonably pertinent to the particular problem with which the applicant was 
concerned." Office Action Made Final at page 12. This is not true. The pertinent problem with 
which Applicant was concerned was radio frequency data communication system (e.g., 
independent claims 32 and 34); wireless data communication system (e.g., independent claims 75, 
112, 125); wireless communication network (e.g., independent claim 88); and a radio frequency 
network (e.g., independent claim 99 and 138). Thus, Kageyama is not "pertinent to the particular 
problem with which the applicant was concerned" since Kageyama relates to a continuously wired 
synchronization over a transmission line. 

Accordingly, for at least the above reasons, one of ordinary skill in the art of radio 
frequency data communication systems, wireless data communication systems, wireless 
communication networks and radio frequency networks would not look to a continuously wired 
synchronization system over transmission lines as described in Kageyama. 
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It is therefore respectfully submitted that Zook and Kageyama were improperly combined. 

With respect to claim 32, Applicant has argued that neither Zook nor Kageyama, 
individually or alone, teaches a radio frequency data communication system with a base transceiver 
station and mobile transceiver units. In response in the Office Action Made Final, the Examiner 
alleges that Zook teaches that "base station 76 can communicate with different portable units 20" 
and that "claim 32 fails to further define that a base station communicates with a plurality of 
portable units at the same time " (emphasis in original). Office Action Made Final at page 13. 

In fact, Zook teaches that that the portable handheld terminal 209 stores the unique address 
or identifier of the base station 76 only when the portable handheld terminal 209 is stored at the base 
station 76. Zook at col. 33-37. If the portable handheld terminal 209 is not stored at the base station 
76, then the unique address or identifier of the base station 76 cannot be stored on the portable 
handheld terminal 209 for communication. Although col. 7, lines 44-46 states that "the portable 
hand held terminal is capable of programming the address or identifier of the base station 76". This 
actually does not happen until "the portable handheld terminal 20 is stored in the base station 76, the 
unique address or identifier will be downloaded form the portable handheld terminal to the non- 
volatile memory 86 of the base station." Zook at col. 7, lines 51-55. 

The point is that Zook's portable handheld terminal 209 cannot communicate with the base 
station 76 until it has been stored in the cradle of the base station 76 and the base station 76 
information can be directly downloaded to the portable handheld terminal 209. 

It is true that claim 32 does not actually recite a base station communicating with a plurality 
of portable units at the same time ; however, claim 32 does state that, for example, "wherein a 
multiplicity of mobile transceiver units are to collect data and are to transmit the collected data 
promptly after its collection to a base transceiver station". 

Thus, it must be the Examiner's contention that various users are collecting information in 
their Zook portable handheld terminals 209 and then, in order to communicate with the base station 
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76, running ("promptly") to the base station 76 to place the portable handheld terminal 209 in the 
cradle of the base station 76 so that the base station's 76 information can be downloaded directly to 
the portable handheld terminal for wireless communication. Of course, what is the point of wireless 
communication if the portable handheld terminal 209 is in the cradle of the base station 76 where 
any data can be directly wired to the base station 76. How else can the Examiner twist Zook to 
comply with "a multiplicity of mobile transceiver units are to collect data and are to transmit he 
collect data promptly after its collection to a base transceiver station" as set forth in claim 32? 

Remember, the alleged multiplicity of mobile transceiver units 209 cannot all have the 
unique address of the base station 76 because this would cause interference between the base station 
76 and the alleged multiplicity of portable handheld terminals 209. The Examiner's attention is 
respectfully drawn to col. 7, lines 33-44 ("When the portable handheld terminal 209 is stored at the 
base station 76, the base station 76 will download its unique address or identifier via the 
communications ports 82, 68 into the memory of the portable handheld terminal. When 
transmitting to the base station 76, the portable handheld terminal 20 will include this address or 
identifier with its transmissions. If the identifier is not recognized by the base station 76, the base 
station will ignore the transmission and not respond. This prevents interference with the base 
station 76 by other portable handheld terminals 20 located throughout the facility.") 

Thus, according to the teachings of Zook only one portable handheld terminal 209 can be in 
communication with the base station 76. Thus, the teachings of Zook must be twisted to attempt to 
accommodate "a multiplicity of mobile transceiver units are to collect data and are to transmit he 
collect data promptly after its collection to a base transceiver station" as set forth, for example, in 
claim 32. 

Also, claim 32 recites "said base transceiver station effecting a communication ". Claim 32 
also recites "the mobile transceiver units evaluating the communication ". Claim 32 also recites 
"said mobile transceiver units ... responding to signals from the base transmission station at the 
increase data rate". Claim 32 also recites "said mobile transceiver units . . . responding signals from 
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the base transmission station at the limited data rate". 

Applicant would appreciate the Examiner discussing in greater detail how the Examiner's 
interpretation of Zook at col. 31-55 teaches at least the above recited elements as set forth, for 
example, in claim 32. 

What is a communication effected by the base transceiver station? 

What are the mobile transceiver units that evaluate the communication ? 

It is respectfully submitted that Zook and Kageyama do not teach each and every element as 
set forth, for example, in claim 32. 

It is therefore respectfully requested that the obviousness rejection be withdrawn with 
respect to claim 32. 

Previous Arguments Made By Applicant for Reconsideration 

Applicant respectfully submits that Zook and Kageyama have been improperly combined. 
It is respectfully submitted that an ordinary person skilled in the art taught by Zook would not have 
looked to the art taught by Kageyama to modify the invention taught by Zook. 

As FIG. 1 of Kageyama illustrates, Kageyama teaches a continuously wired synchronization 
over a transmission line. On the other hand: 

Kageyama is not reasonably related to a radio frequency data 
communication system as set forth in independent claims 32 and 34. 

Kageyama is not reasonably related to a wireless data 
communication system as set forth in independent claims 75, 112, and 125. 

Kageyama is not reasonably related to a wireless communication 
network as set forth in independent claim 88. 

Kageyama is not reasonably related to a radio frequency network as 
set forth in independent claims 99 and 138. 

It is respectfully submitted that an ordinary person skilled in the art of Zook would not have 
looked to the art taught by Kageyama to modify the invention in Zook. 

Page 7 of 12 



U.S. Application No. 10/057,816, filed January 24, 2002 
Attorney Docket No. 1 44 1 9US0 1 

Response to Provoke an Advisory Action dated January 14, 2008 

In Response to the Office Action Made Final mailed November 14, 2007 

In addition, the wired synchronization of Kageyama requires a continuous wired connection 
over a transmission line. Zook only fairly teaches a wireless transmission when a user pushes the 
SEND button as illustrated in FIG. 10. Thus, the wired synchronization of Kageyama which 
requires a continuous wired connection over a transmission line could not work with Zook which 
teaches a short burst of intermittent transmission when a Zook user pushes the SEND button. In 
summary, the teachings of Kageyama would not properly operate with the teachings of Zook. 

For at least the above reasons, it is respectfully submitted that the combination of Zook and 
Kageyama cannot be maintained. 

It is therefore respectfully requested that the rejection under 35 U.S.C. § 103(a) based on 
Zook in view of Kageyama be withdrawn with respect to claims 32-34, 72-83, 85-95, 97-109, 111- 
120, 122-133, 135-148 and 150. 

In addition, neither Zook nor Kageyama, individually or alone, teaches a radio frequency 
data communication system with a base transceiver station and mobile transceiver units as set forth, 
for example, in claim 32. The Office Action states that a radio frequency data communication 
system with a base transceiver station and mobile transceiver units is taught in Zook at FIG. 1 and 
col. 7, lines 42-44. Zook at FIG. 1 shows a single portable handheld terminal 20. Note in FIG. 5 
that only a single portable handheld terminal 20 can be inserted into a base station 76 for 
recharging. The wireless transmission of data is only between a single portable handheld terminal 
20 and a single base station 76. Zook does not teach a plurality of portable handheld terminals 20 
sharing a base station 76. Instead, Zook teaches a one-to-one correspondence between a single 
portable handheld terminal 20 and a single base station 76. Zook at col. 4, lines 14-21 teaches that 
the base station 76 and the portable handheld unit 20 have the same address. Thus, hypothetically, 
if there were a plurality of handheld terminals 20, the base station 76 would be unable to distinguish 
between them making wireless communication confusing. Furthermore, one handheld terminal 20 
would be unable to distinguish between another handheld terminal 20 and the base station 76 since 
they all would have the same address as required by Zook. 
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It is true that Zook at col. 7, lines 42-44 states "This prevents interference with the base 
station 76 by other portable handheld terminals 20 located thought the facility". However, it is clear 
from the teachings of Zook and a close inspection of the one-to-one correspondence between the 
portable handheld terminal 20 and the base station 76 that Zook at col. 7, lines 42-44 relates to 
multiple base stations 76 throughout the hospital in which each base station 76 only corresponds to 
its own single portable handheld terminal 20. This explains why there are multiple portable 
handheld terminals 20 in the hospital, despite the fact that each handheld terminal 20 only 
corresponds to one and only one base station 76. See, e.g., the one-to-one mounting/recharging 
configuration and the same address used by the base station 76 and its only corresponding portable 
handheld terminal 20 of Zook. 

Since Kageyama does not make up for the teaching deficiencies of Zook, each and every 
element as set forth in claim 32 has not been taught by Zook in view of Kageyama. 

For at least the above reasons, the obviousness rejection of independent claim 32 and its 
rejected dependent claim (i.e., claim 33) cannot be maintained. It is respectfully requested that the 
rejection under 35 U.S.C. § 103(a) be withdrawn with respect to claim 32 and its rejected dependent 
claim (i.e., claim 33). 

In addition, the same or similar arguments, if applicable, made with respect to independent 
claim 32 can also be made with respect to independent claims 34 and 75. 

Since Kageyama does not make up for the teaching deficiencies of Zook, each and every 
element as set forth in claims 34 and 75 has not been taught by Zook in view of Kageyama. 

For at least the above reasons, the obviousness rejection of independent claims 34 and claim 
75 and their rejected dependent claims (i.e., claims 72-74 and 76-87, respectively) cannot be 
maintained. It is respectfully requested that the rejection under 35 U.S.C. § 103(a) be withdrawn 
with respect to independent claims 34 and claim 75 and their rejected dependent claims (i.e., claims 
72-74 and 76-87, respectively). 

Claims 84, 96, 110, 121, 134 and 149 stand rejected under 35 U.S.C. § 103(a) as being 
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obvious over Zook in view of Kageyama and further in view of U.S. Patent No. 4,606,044 
("Kudo"). Applicant respectfully traverses the rejection for at least the reasons as set forth below. 

For at least the above reasons, an obviousness rejection based, at least in part, on Zook and 
Kageyama cannot be maintained. 

Since the obviousness rejection of claims 84, 96, 1 10, 121, 134 and 149 are based, at least in 
part, on the combination of Zook in view of Kageyama, it is respectfully submitted that the 
obviousness rejection based on Zook in view of Kageyama and further in view of Kudo cannot be 
maintained. 

For at least the above reasons, it is therefore respectfully requested that the rejection under 
35 U.S.C. § 103(a) be withdrawn with respect to claims 84, 96, 110, 134 and 149. 

In addition, since claim 84 depends from independent claim 75, it is respectfully submitted 
that the noted teaching deficiencies of Zook and Kageyama with respect to independent claim 75 
are not made up by Kudo. For at least the above reasons, it is respectfully requested that the 
rejection under 35 U.S.C. § 103(a) be withdrawn with respect to claim 84. 

In addition, it is respectfully submitted that an obviousness rejection based, at least in part, 
on Zook and Kudo cannot be maintained. 

Applicant respectfully submits that Zook and Kudo have been improperly combined. It is 
respectfully submitted that an ordinary person skilled in the art taught by Zook would not have 
looked to the art taught by Kudo to modify the invention taught by Zook. 

As FIG. 1 of Kudo illustrates, Kageyama teaches a transmit station 100 transmitting to a 
receive station 200 over a transmission line 300. On the other hand: 

Kudo is not reasonably related to a wireless data communication 
system as set forth in independent claims 75 and 125. 

Kudo is not reasonably related to a wireless communication network 
as set forth in independent claim 88. 

Kudo is not reasonably related to a radio frequency network as set 
forth in independent claims 99 and 138. 



Page 10 of 12 



U.S. Application No. 10/057,816, filed January 24, 2002 
Attorney Docket No. 1 44 1 9US0 1 

Response to Provoke an Advisory Action dated January 14, 2008 

In Response to the Office Action Made Final mailed November 14, 2007 

It is respectfully submitted that an ordinary person skilled in the art of Zook would not have 
looked to the art taught by Kudo to modify the invention in Zook. 

For at least the above reasons, it is respectfully submitted that the combination of Zook and 
Kudo cannot be maintained. 

It is therefore respectfully requested that the rejection under 35 U.S.C. § 103(a) based on 
Zook in view of Kageyama and further in view of Kudo be withdrawn with respect to claims 84, 96, 
110, 134 and 149. 

Conclusion 

Applicant does not necessarily agree or disagree with the Examiner's characterization of 
the documents made of record, either alone or in combination, or the Examiner's characterization 
of recited claim elements. Furthermore, Applicant respectfully reserves the right to argue the 
characterization of the documents of record, either alone or in combination, to argue what is 
allegedly well known, allegedly obvious or allegedly disclosed, or the characterization of the 
recited claim elements should that need arise in the future. 

With respect to the present application, Applicant hereby rescinds any disclaimer of 
claim scope made in the parent application or any predecessor or related application. The 
Examiner is advised that any previous disclaimer of claim scope, if any, and the alleged prior art 
that it was made to allegedly avoid, may need to be revisited. Nor should a disclaimer of claim 
scope, if any, in the present application be read back into any predecessor or related application. 

In view of at least the foregoing, it is respectfully submitted that the pending claims 26- 
34 and 72-150 are in condition for allowance. Should anything remain in order to place the 
present application in condition for allowance, the Examiner is kindly invited to contact the 
undersigned at the below-listed telephone number. 

The Commissioner is hereby authorized to charge any additional fees, to charge any fee 
deficiencies or to credit any overpayments to the deposit account of McAndrews, Held & 
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Malloy, Account No. 13-0017. 



Date: January 14, 2008 Respectfully submitted, 



/Michael T. Cruz/ 
Michael T. Cruz 
Reg. No. 44,636 

McANDREWS, HELD & MALLOY, LTD. 
500 West Madison Street, Suite 3400 
Chicago, Illinois 60661 
Telephone: (312)775-8000 
Facsimile: (312)775-8100 
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